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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore KRASS, MARTIN, and RUGE ERO, Admi ni strative Patent
Judges.

RUGE ERO, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
24, all of the clainms pending in the present application.

The disclosed invention relates to the determ nation of
hi ghest fitness of a nunber of possible cell placenments for an

integrated circuit chip. Appellants disclose at pages 54-64

1 Application for patent filed April 19, 1994.
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of the specification that cell placenents are represented by

an initial cell placenent in conbination with a list of

i ndi vidual cell transpositions or swaps by which the cel

pl acenent can be derived fromthe initial cell placenent.
Representative claim1l is reproduced as foll ows:

1. A physical design autonation system for determning
a highest fitness cell placenent for an integrated circuit
chi p, conprising:

a nmenory for storing a first cell placenent as including
an initial cell placenent and a first |ist of cel
transpositions by which said first cell placenment can be
derived fromsaid initia
cell placenent, and for storing a second cell placenent as
including said initial cell placenment and a second |ist of
cell transpositions by which said second cell placenent can be
derived fromsaid initial cell placenent; and

a fitness processor for determ ning which of said first
and second cell placenents has highest fitness in accordance
with a predeterm ned fitness algorithm

The Exam ner relies on the follow ng references:

Ckude et al. (Ckude) 5,187, 668 Feb. 16,
1993
Shahookar, K. et al. (Shahookar), "VLSI Cell Pl acenent

Techni ques, " ACM Conputing Surveys, Vol. 23, No. 2, June 1991,
pages 143-219.

Clains 1, 2, 7-9, and 15 stand rejected under 35 U S. C
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8§ 102(b) as being anticipated by the disclosure of Ckude.
Clainms 3-6, 10-14, and 16-24 stand rejected under 35 U. S.C. §
103 as bei ng unpatentabl e over the teachings of Okude in view
of Shahookar .

Rat her than repeat the argunents of Appellants or the
Exam ner, we nake reference to the Briefs? and the Answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner and the
evi dence of anticipation and obvi ousness relied upon by the
Exam ner as support for the rejections. W have, |ikew se,
revi ewed and taken into consideration, in reaching our
deci sion, the Appellants’ argunents set forth in the Briefs
along with the Exam ner’s rationale in support of the
rejections and argunents in rebuttal set forth in the

Exam ner’ s Answer.

2 The appeal Brief was filed March 4, 1996. |In response
to the Exam ner's Answer dated May 24, 1996, a Reply Brief was
filed June 27, 1996 which was acknow edged and entered by the
Exam ner wi thout further comrent on August 22, 1996.
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It is our view, after consideration of the record before
us, that Okude does not fully neet the invention as set forth
inclainms 1, 2, 7-9, and 15. W are also of the view that the
evi dence relied upon woul d not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in claims 3-6, 10-14, and 16-24. Accordingly, we
reverse

We consider first the rejection of clains 1, 2, 7-9, and
15 as being anticipated by the disclosure of Okude.
Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).
The Exam ner supports this rejection by attenpting to
read the clains on the placenent optim zation system of Ckude.
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The various passages in Ckude referenced by the Exam ner
(Answer, page 3) describe an iterative procedure in which

el enents are altered froman initial placement unti

optim zation is achieved. The Exam ner contends (Answer,
pages 8 and 9) that cell interchange transpositions in Ckude
woul d inherently be stored in alist to facilitate the
handl i ng of the nunerous placenent interchanges.

I n response, Appellants argue at pages 8 and 9 of the
Answer that Okude utilizes a conventional cell placenment
representation which consists of a table of cells and their
| ocations. Appellants contrast this with their clainmed storing
and representation of cell placenent as an initial cell
pl acenent in conbination with a set of cell transpositions
fromwhich the cell placenment can be derived. As to the
Exam ner's argunent regardi ng the inherency of storing cel
transpositions in
Okude, Appellants initially contend (Brief, page 9) that the
Exami ner is not relying on a single prior art reference as
required by the principles of anticipation. Appellants
apparently base this argunent on their view that the Exam ner
is, in effect, conbining the prior art with an unsupported
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all egation that a key clainmed feature is inplied in the prior
art. On this particular point, we cannot agree with
Appel l ants. The Exam ner has utilized the term nol ogy
"inherently inply" at pages 5 and 8 of the Answer. In our
view, it is clear that the Examner is attenpting to rely on
the principles of inherency with regard to the single prior
art reference to Ckude regardl ess of the exact term nol ogy
used in the rejection. The prior art reference need not
expressly disclose each clained elenent in order to anticipate

the clained invention. See Tvler Refrigeration v. Kysor

| ndus. Corp., 777 F.2d 687, 689, 227 USPQ 845, 846-847 (Fed.

Cir. 1985). Rather, if a clainmed elenment (or elenents) is
inherent in a prior art reference, then that elenent (or
el enents) is disclosed for purposes of finding anticipation.

See Verdegaal Bros.., Inc. v. Union Gl Co., 814 F.2d 628,

631- 33,
2 USPQ@d 1051, 1052-54 (Fed. Cir. 1987).

As to the merits, however, of the Exami ner's position
with regard to the inherency of storing cell transpositions in
Okude, it is our view, after careful review of Ckude and
Appel  ants' argunents, that the Exam ner has not nmade a prina
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facie case of anticipation. It is well settled that the
burden of establishing a prima facie case of anticipation
resides with the Patent and Trademark O fice (PTO. See In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr
1984). Wien relying upon the theory of inherency, the

exam ner must provide a basis in fact and/or technical
reasoni ng to reasonably support the determ nation that the

al l egedly inherent characteristic necessarily flows fromthe

teachings of the applied prior art. See Ex parte Levy, 17

USPQ2d 1461, 1464 (Bd. Patent App. & Int. 1990).

As di scussed previously, the Exam ner relies on the
description in Okude of the iterative procedure of achieving
pl acenment optim zation by starting wwth an initial placenent
and continually eval uating pairw se interchanges of el enents.
The Exam ner contends that a |list of cell transpositions would
be stored in Okude to enabl e the sinultaneous processing of
pl acenment interchanges. However, we are in agreenent with
Appel l ants that there is no teaching or suggestion of the
storing of transposition lists in Ckude. NMore inportantly,
assum ng, arguendo, that the storing of transposition lists is
i nherently taught in Okude, the clainms would not be net since
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all of the independent clains in the application require the

representation of a particular cell placenent as a conbination

of initial cell placenent and a list of cell transpositions.

Wth respect to the rejection of clains 3-6, 10-14, and
16- 24 under 35 U.S.C. 8 103 as being unpatentabl e over Okude
in view of Shahookar, we note that Shahookar was cited to neet
the particular recited cell placenent inprovenment techniques.
Appel l ants, at page 11 of the Brief, agree that Shahookar
di scl ose conventional placenent inprovenent methodol ogi es, but
contend that there is no teaching of the storing of cel
pl acenent representation as a conbination of initial cel
pl acenent and a set of cell transpositions. On careful review
of Shahookar, we agree with Appellants and concl ude that,
t heref ore, Shahookar does not cure the innate deficiencies of
kude. Accordingly, we do not sustain the rejection of clains
3-6,

10- 14, and 16-24 for the reasons di scussed above.
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In sunmary, we have not sustained either of the
Exam ner's rejections of the clains on appeal. Therefore, the
deci sion of the Exam ner rejecting clains 1-24 is reversed.

REVERSED

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge

ERROL A. KRASS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN C. MARTI N ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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